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In Response to the Office Action; 

Allowable Subject Matter 

The Examiner now indicates that claim 26 is allowable. Applicant appreciates the 
Examiner's acknowledgement of allowable subject matter. 

Applicant traverses the rejection of independent claims 6, 11, and 27. Examiner previously 
indicated that claims 4, 21, 22, and 29-31, if rewritten in independent form, were allowable over 
French Patent Document FR 2,681,653 ("FR '653'') in view of U.S. Patent No. 5,722,260 to 
Mangano ("Mangano"). Applicant relied on Examiner's previous indication of allowable subject 
matter in amending independent claims 6 and 1 1 to incorporate limitations previously required 
by cancelled claim 4. Likewise, Applicant relied on Examiner's previous indication of 
allowability in amending independent claim 27 to incorporate limitations previously required by 
cancelled claim 30. 

AppHcant notes that "[g]reat care should be exercised" when rejecting a previously allowed 
claim. MPEP § 706.04. Independent claims 6, 1 1, and 27 represent previously allowable claims 
4 and 30 as rewritten in independent form pursuant to the Examiner's previous indication of 
allowability. 

Further, the present rejection is again based on previously cited references FR '653 and 
Mangano, and not on "newly cited" art as stated in the office action and as required by MPEP § 
706.04. Applicant therefore respectfully requests that the Examiner indicate allowance of 
independent claims 6, 1 1, and 27 in the next paper from the office. The remarks below fiirther 
indicate why the Examiner's present position is improper. 
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First Rejection Under 35 U,S.C. § 103(a): 

Claims 2, 5, 6, 10, 11, 13, 21-23, 25, and 27 have been rejected under 35 U.S.C. §103(a) 
as allegedly unpatentable over FR '653 Mangano. Applicant respectfully requests that the 
Examiner reconsider and vsdthdraw the above rejection of the claims in view of the following 
remarks. 

The fundamental basis for an obviousness determination under 35 U.S.C. § 103(a) was set 
forth by the Supreme Court in Graham v. John Deere Co,, 383 US 1; 148 U.S.P.Q. 459 (1966). 
In subsequent cases involving a determination of obviousness xmder 35 U.S.C! §103, the Federal 
Circuit has noted that the following basic tenets of patent law must be adhered to: 1) the claimed 
invention must be considered as a whole; 2) the references must be considered as a whole and 
must suggest the desirability and, thus, the obviousness of making the combination; 3) the 
references must be viewed without the benefit of impermissible hindsight vision afforded by the 
claimed invention; and 4) reasonable expectation of success is the standard with which 
obviousness is determined. Hodosh v. Block Drug Co,, Inc., 786 F.2d 1136, 1143 n.5, 229 
U.S.P.Q. 182, 187, n.5 (Fed. Cir. 1986). All of the claim limitations must be taught in order to 
establish obviousness. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A. 1974). 

Independent claims 6 clearly is patentable over the combination of FR '653 and 
Mangano, as neither FR '653 nor Mangano teaches, suggests, or discloses a jewelry article 
having two body portions that are substantially identical. Likewise, independent claim 11 
requires that the first holding means and the second holding means be substantially identical. 
Figures 3 and 4 of FR '653 clearly indicate that the upper body 2 and the lower body 4 disclosed 
in FR '653 are not substantially identical, contrary to Examiner's assertion, but Figures 3 and 4 
were omitted from Examiner' analysis. Nonetheless, Figures 1, 2, 5, 6, 8, and 9 also clearly 
show that the upper body 2 and the lower body 4 are not substantially identical. For example. 
Figure 1 shows that the upper body 2 includes a resilient member 3 attached to the exterior while 
the lower body 4 also includes a ring element 5. Figure 2 further demonstrates the differences 
between the two bodies as the lower body 4 is a flat surface with a recessed area (represented by 
dotted lines), whereas the upper body 3 contains a large central opening (represented by dotted 
lines). Thus, the upper body 2 and lower body 4 are not substantially identical as required by 
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independent claims 6 and 11. For at least these reasons, Applicant respectfully requests that the 
Examiner reconsider and withdraw the § 1 03(a) rejection of independent claims 6 and 11. 

As indicated by the Examiner, independent claim 27 requires limitations that are not 
taught, suggested, or disclosed by FR /653. Specifically, claim 27 requires the magnetic 
coupling of an inner surface of a first half of the ring to an inner surface of a second half of the 
ring. The Examiner's combination of Mangano with FR '653 is improper. The Examiner asserts 
that it would be obvious to combine the two cited .references because FR '653 uses resilient arms 
to releasably retain the ring halves together and because repeated use would deform the resilient 
arms. However, an obviousness rejection based on this combination is improper because it 
would require a substantial redesign of the upper ring half disclosed in FR '653. See In re Ratti, 
270 F.2d 810 (C.C.P.A. 1959). The upper half is designed to be retained against the lower half 
by resilient arms, not magnetically, as evidenced by the small cross-sectional area of the upper 
half of the ring. The Examiner has failed to properly show either a motivation to combine FR 
'653 and Mangano or that the small area of the upper half of FR '653 would be adequate to 
magnetically couple with the lower half such that the upper half would sufficiently hold the large 
setting disclosed. For at least these reasons. Applicant respectfully requests that the Examiner 
reconsider and withdraw the § 1 03(a) rejection of independent claims 6, 1 1 , and 27. 

Claims 2, 5, 10, 13, 21-23, and 25 depend from independent claims 6 and IT and thus, 
incorporate each limitation therein. Therefore, claims 2, 5, 10, 13, 21-23, and 25 are allowable 
for at least the same reason as independent claims 6 and 11. Applicant therefore respectfully 
requests that the Examiner also reconsider and withdraw the rejection of claims 2, 5, 10, 13, 21- 
23, and 25. 

Second Rejection Under 35 U.S.C. § 103(a): 

Claims 3 and 28 have been rejected under 35 U.S.C. § 103(a) as allegedly unpatentable 
over FR '653 in view of Mangano and further in view of U.S. Patent No. 6,305,192 to Indiveri 
("Indiveri"). Applicant respectfully requests that the Examiner reconsider and withdraw the 
above rejection of the claims in view of the following remarks. 

Claims 3 and 28 depend from independent claims 6 and 27 respectively. As discussed 
above, FR '653 and Mangano both fail to teach, suggest, or disclose limitations required by 
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claims 6 and 27. Further, Indiveri fails to teach suggest or disclose discloses a jewelry article 
having two body portions that are substantially identical. Likewise, Indiveri also fails to teach, 
suggest, or disclose the magnetically coupling of an inner surface of a first half of a ring to an 
inner surface of a second half of the ring. Thus, claims 6 and 27 are allowable over FR '653 in 
view of Mangano and fiirther in view of Indiveri. As discussed above, claims 3 and 28 depend 
from independent claims 6 and 27 and thus, incorporate each limitation therein. Claims 3 and 28 
are allowable for at least the same reason as independent claims 6 and 27, Applicant therefore 
respectfully requests that the Examiner also reconsider and withdraw the rejection of claims 3 
and 28. 



In view of the above amendment and remarks. Applicant respectfully requests that the 
Examiner reconsider and withdraw the rejection of claims 2-3, 5-6, 10-11, 13, 21-23, 25, 27- 
29,. 31, and 32 under 35 USC § 103(a) and that the Examiner indicate the allowance of all 
pending claims in the next paper from the Office. The Examiner is invited to contact the 
undersigned attomey to discuss any issues or questions presented by this paper. 

Respectfully submitted. 




Attomey for Applicant 
Reg. No. 57,664 
Tel. 713-787-1697 
Date: December 22, 2005 
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